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THE REPLY FILED 09 May 2008 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . £3 The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of this 

application, applicant must timely file one of the following replies: (1 ) an amendment, affidavit, or other evidence, which places the 
application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) a Request 
for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following time 
periods: 

a) K| The period for reply expires 3_months from the mailing date of the final rejection. 

b) CD The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. □ The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since a 
Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 
AMENDMENTS 

3. □ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a)HH They raise new issues that would require further consideration and/or search (see NOTE below); 
{b)\Z\ They raise the issue of new matter (see NOTE below); 

(c) □ They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) Q They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.1 16 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. n Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. □ For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1.116(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1 ). 

1 0. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

11. The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 
See Continuation Sheet. 

12. □ Note the attached Information Disclosure Statements). (PTO/SB/08) Paper No(s). 

13. □ Other: . 

/C Luke Gilligan/ David M Ko hut, Esq. 

Supervisory Patent Examiner, Art Unit 3626 Examiner 

Art Unit: 3626 
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Continuation of 1 1. does NOT place the application in condition for allowance because: In the remarks filed 9 May 2008, Applicant argues 
that (1) there is no reason to combine Knight and Thomas, because (a) there is no "data continuity problem", (b) the data of Knight is 
internal and is not of the type that would be shared by a research community, and (c) the Knight system maintains the data within a 
firewalled environment and has no need for additional patient confidentiality protection; and (2) the "tracking" function of Saeed provides 
absolutely no motivation to combine the clinical trial recruiting system of Knight with a receipt of clinical data records alleged to be taught by 
Saeed. 

In response to Applicant's argument (1), Examiner respectfully contends that there is motivation to combine Knight with Thomas et al. 
Thomas et al. states that "in order to properly support research and development ...data will often need to be shared between hospitals and 
research and design facilities both internal and external to a given hospital" (see page 1, paragraph 0002, lines 9-12 of Thomas et al.). 
However, in order to share this data, the patient's confidentiality needs to be protected (see page 1, paragraph 0002, lines 12-14 of Thomas 
et al.). Therefore, combining the method of identifying clinical trial candidates of Knight with the method of anonymizing data of Thomas et 
al. would have been obvious in order to share confidential data. Therefore, Examiner does not find Applicant's argument to be persuasive. 
While the prior art cited may or may not address the problems indicated in the Applicant's argument listed above, neither do Applicant's 
claims. Therefore, these limitations do not need to be addressed. 

In response to Applicant's argument (2), Examiner respectfully contends that there is motivation to combine Knight with Saeed. The 
Examiner is using the Saeed et al. reference to show that it is well known in the art to receive a clinical data record from an entity controlling 
a database containing transactions between health care providers and payers. Saeed et al. does, in fact, teach this method. It would be 
obvious to combine Saeed et al. with the other references since the information from this database could be used to track candidates for 
clinical trials (see column 9, lines 27-29 of Saeed et al.). Therefore, Applicant's argument is not found to be persuasive. 
In addition, the key to supporting any rejection under 35 U.S.C. 1 03 is the clear articulation of the reason(s) why the claimed invention 
would have been obvious. The Supreme Court in KSR noted that the analysis supporting a rejection under 35 U.S.C. 103 should be made 
explicit. The Court quoting In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 1336 (Fed. Cir. 2006), stated that "[Rjejections on 
obviousness cannot be sustained by mere conclusory statements; instead, there must be some articulated reasoning with some rational 

underpinning to support the legal conclusion of obviousness.'" KSR, 550 U.S. at , 82 USPQ2d at 1396. An example of rationale that 

may support a conclusion of obviousness include: (G) Some teaching, suggestion, or motivation in the prior art that would have led one of 
ordinary skill to modify the prior art reference or to combine prior art reference teachings to arrive at the claimed invention See MPEP § 
2143. Furthermore, if the search of the prior art and the resolution of the Graham factual inquiries reveal that an obviousness rejection may 
be made using the familiar teaching-suggestion-motivation (TSM) rationale, then such a rejection should be made. Although the Supreme 
Court in KSR cautioned against an overly rigid application of TSM, it also recognized that TSM was one of a number of valid rationales that 
could be used to determine obviousness. (According to the Supreme Court, establishment of the TSM approach to the question of 

obviousness "captured a helpful insight." 550 U.S. at , 82 USPQ2d at 1396 (citing In re Bergel, 292 F.2d 955, 956-57, 130 USPQ 206, 

207-208 (1961)). 
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